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Take Home Examination

Introduction

This is a twenty-four (24) hour, take-home examination.

Conditions and your professional commitments

Once you have received this examination, you may not discuss it with anyone prior to the end of the examination period.  Nor may you collaborate on the exam.  

Professor Hughes permits you to use any and all inanimate resources.  The only limitations on outside resources are those established by the law school.

By turning in your answers you certify that you did not gain advance knowledge of the contents of the examination, that the answers are entirely your own work, and that you complied with all relevant Cardozo School of Law rules.  Violations of any of these requirements will lead to discipline by the Academic Standing Committee.
General examination logistics

You have 24 hours from the time you receive this examination until you return your answers to the “drop box” on the ANGEL system.

In all these questions, “DSU” is the Dispute Settlement Understanding; “TRIPS” or “TRIPS Agreement” is the Trade-Related Aspects of Intellectual Property Agreement; “WTO” is the World Trade Organization.  All of the countries mentioned belong to the WTO.  The European Communities also belongs to WTO; in this exam, “European Communities,” “EC” and “EU” may be used interchangeably.

Format of your answers

Please answer the True/False questions with a simple printed list of the question numbers followed by “True” or “False”, i.e.,

6.
True

7.
False

8.
False

This list should come BEFORE your essay answers and be on a separate page from your essay answer.  

Please include a word count (such as “This essay is 787 words”) at the end of your essay answer.  
GOOD LUCK

A great winter break to everyone. Best wishes for those leaving Cardozo.  Thanks for an enjoyable class.
Part I. True/False Questions

(30 points)
This part of the exam is worth  30 points.  Each answer is worth 2.5 points.  Note that there are 14 questions, so in the same spirit as the LSAT and other standardized tests, you can get 2 wrong and still get a maximum score on this section.   

If you are concerned about a question, you may write a note at the beginning of your essay answers, but only do so if you believe that there is a fundamental ambiguity in the question.

TRUE OR FALSE

01.
In WTO Dispute Settlement DS114, Canada – Patent Protection of Pharmaceutical Products,, the Panel ruled that Canada's law permitting the manufacture and stockpiling of patented pharmaceuticals for marketing after the patent expires was a permitted exception under TRIPS Article 30 because, otherwise, the added period of "market exclusivity" if people could not immediately market drugs after the patent expiration was "not a natural or normal consequence of enforcing patent rights.  It is an unintended consequence of the conjunction of the patent laws with product regulatory laws."

02.
Article 4 of TRIPS establishes the principle of "reciprocity" for all intellectual property rights.  

03.
By concluding that conducting research is part of the "legitimate business" of large American universities, the Federal Circuit Court of Appeal decision in John M.J. Madey v. Duke University made the common law research exception extremely narrow in US law.

04.
In WTO Dispute Settlement DS160, United States – Section 110(5) of the Copyright Act, the WTO Panel agreed with the United States that the question whether a limitation or an exception to copyright protection conflicts with a normal exploitation of a work should be judged against the "bundle" of copyright rights guaranteed by the Berne Convention and the TRIPS Agreement,  not "for each exclusive right individually." 

05.
CHAMPAGNE is a protected geographical indication in France through France's appellation d'origine controllee (AOC) law.   Assuming that Malaysia is a member of WTO, if "champagne" is shown to be the term customary in common language in Malaysia for sparkling white wine (from anywhere), Malaysia has no obligation to protect CHAMPAGNE as a geographical indications under TRIPS Articles 22-24.
06.
Even if a country qualifies as "Least Developed" under TRIPS Article 66, it nonetheless has current obligations to make sure that it generally follows the "national treatment" and "most favored nation" principles in its domestic intellectual property laws.

07.
Article 17 of the DSU provides that the WTO's "Appellate Body" consists of seven permanent members and that three members serve on any one appeal.

08.
Since the European Union passed the 1996 Database Directive establishing sui generis protection of non-original databases Europe has surpassed the United States in its share of the global database market. 

09.
If Thailand belongs to both the Berne Convention and TRIPS, Albania belongs only to the TRIPS Agreement, and Russia belongs only to the Berne Convention, then Thailand must provide both Albanian and Russian authors with a right of translation under Berne Article 8. 

10.
Sound marks are sounds that function to identify the source of goods or services, like the MGM lion's roar or the start-up sounds with Microsoft Windows.  If Argentine trademark law does not permit the registration of sound marks, Argentina will be in violation of TRIPS Article 15(1).

11.
If COLOMBIAN is a protected geographical indication in Colombia and is a registered certification mark in the US for coffee, then TRIPS Article 23(1) requires the US to prevent any US coffee roaster or café from using the phrases “Colombian-style,” “Fake Colombian,” or “Colombian Growing Method" in relation to coffees not from Colombia. 

12.
If China and the United States each provides a term of trademark registration of (10) years (for both domestic and foreign registrants) and South Africa only provides a seven (7) year term of trademark registration (for both domestic and foreign registrants), both China and the US will have a WTO claim against Thailand under TRIPS Article 18.

13.
Article 12(8) of the DSU provides that  “[i]n no case should the period from the establishment of the panel to the circulation of the report to the Members exceed fifteen months.”

14.
If Botswana fails to provide a right of appeal in any trademark or patent infringement cases, Botswana will be in violation of its TRIPS Article 41(4). 
Part II – Essay Questions

(70 points)

In this part of the Examination, you should choose TWO of the four topics available for TWO essays; all four topics are within the same hypothetical.  Each essay should be in the range of 700-1000 words; each essay counts for 35 points.  Professor Hughes takes on no obligation to read any one essay beyond the 1000 word limit.  The essays will count equally.

TRIPS mischief in Ruritania


You work in the office of Mona L. Jaconde, the Australian Minister of Trade.  Madame Jaconde is a firm believer in international trade and, although she might herself question some of the elements in the various WTO agreements – GATT, GATS, TRIPS, and DSU – she believes that countries should honor their interational commitments.


The Kingdom of Ruritania is one of Australia's important trading partners.  It is generally agreed that Ruritania's law have met all the requirements of TRIPS.  Generally speaking, IP enforcement in Ruritania has been good, although there has been a recent dramatic increase in software piracy and counterfeit pharmaceuticals.  Last year, several people died in different incidents of taking counterfeit pharmaceuticals that turned out to be either ineffective or poisonous.


Recently Ruritania had general elections, bringing a new government to power with the promise of "Common Sense Reforms"  and "Progress for People, not Profits."  As part of a sweeping reform package, the Ruritanian Parliament just passed four changes in the intellectual property laws.  The Japanese, French, and American governments have approached Australia about joining in a possible DSU action to challenge some or all of the changes in Ruritanian IP law.


The four changes to Ruritanian law are below.  The Minister has asked members of her policy team, including you, to give their individual assessments of whether each change violates TRIPS and whether Australia should join in any WTO case.  The team members agreed that each person would analyze two of the four changes – you choose which TWO.  Minister Jaconde reminds everyone that this is just a preliminary analysis of the TRIPS issues and she wants short memoranda – 1000 words or less – showing each person's thinking on the international IP issues related to the new Ruritanian laws.

1.
PATENT CODE CHANGE

The following amendment was added to the Ruritanian Patent Code:

Section 9-6-38


"Regardless of any other provision of the patent code, no patent shall issue on any machine, manufacture, process, micro-organism or software which manifests human consciousness or exhibits the essential characteristics of human thought or experiencing human emotions."

Concerning this amendment, the Minister's Report to Parliament notes that "[c]ourts, legislatures, and administrative agencies in other countries have grappled with the potential in the near-future for applicants to seek patent protection for cloned or genetically altered humans.  The European Patent Office have issued rules for the application of the European Patent Convention that specify several kinds of human-related inventions that cannot be patented in Europe.  We believe, however, that judges and officials in these countries have misunderstood the real issue.  The real issue is not about human flesh and blood; the real issue is the control of human consciousness.  Therefore, we have crafted this amendment to forbid any patent that would give a patent holder control of a thing – beast or machine or computing process – that would have human consciousness, engage in human thought, or feel true human emotions.  We believe that this amendment is completely compatible with our international obligations under TRIPS Article 27(1), 27(2), and 27(3)."

2.
COPYRIGHT AND PATENT


CODE CHANGES

The following amendment was added to the Ruritanian Copyright and Patent Codes:

Section 5-5-16 [Copyright Code]


"Regardless of any other provisions of the copyright or patent codes, when a patent issues on any software invention, the software program initially embodying the invention (and enabling the invention for purposes of the patent application) will be ineligible for copyright protection.  Any copyright registration issued for that software program will be cancelled upon issuance of the patent."

Section 5-5-98 [Patent Code]


"Regardless of any other provisions of the copyright or patent codes, when the owner of a software program seeks to register the program with the Ruritanian Copyright Office, the owner waives any present and future patent rights in Ruritania.  Upon issuance of the copyright registration for that program, any patent issued on that software program or patent application pending will be considered abandoned.

Concerning these amendments, the Minister's Report to Parliament notes that "[w]e have become concerned about the unnecessary 'layering' of intellectual property laws and believe that software should be protected by copyright or patent law, but not both. We believe that these amendments are completely compatible with our international obligations under TRIPS Article 10(1), 13, 27(1), and 30."  
3.
CRIMINAL AND 


CIVIL CODE CHANGES

The following amendment was added to the Ruritanian Criminal Code and the Ruritanian Civil Procedure Codes:

Section 3-30-39 [Criminal Code]


"Regardless of any other provisions of the criminal or civil procedure codes, neither criminal prosecution nor criminal sanctions shall be available against counterfeiters of "luxury good" trademarks.  In the case of luxury good trademarks, courts shall not issue inaudita altera parte orders for the seizure of evidence unless the infringers activities are shown to be related to extensive, other violations of criminal law.  The Minister of Commerce will promulgate regulations defining luxury good trademarks."
Section 11-25-37 [Civil Procedure Code]


"Regardless of any other provisions of the criminal or civil procedure codes, the owner of a trademark deemed to be a "luxury good" trademark by the Minister of Commerce shall pay only 25 Ruritanian dozos to file a civil enforcement action in the courts of Ruritania."
The usual fee for filing a civil suit in Ruritania is 250 dozos (approximately $US 220).  The 250 dozo fee applies to all other trademark, copyright, and patent holders.  The Minister of Commerce has issued his first list of 117 "luxury good" trademarks: it includes 75 trademarks from France, 16 trademarks from Italy, 10 trademarks from the UK, 8 trademarks each from the United States and Japan, and 1 from Australia.  

Concerning these amendments, the Minister's Report to Parliament notes that "[l]ike all countries, Ruritania has only limited resources to enforce intellectual property laws, these monies forming part of the limited resources available for all our law enforcement activities.  We believe that to promote progress for people, not profits Ruritanian police and prosecutors must focus their complete attention on pharmaceutical counterfeiting and other counterfeits that are dangerous to the people's health, safety, and security – such as the continuing fight against counterfeit car and airplane parts, adulterated health care products (like toothpaste), and pirated software products.  In comparison, even large-scale commercial piracy of luxury goods, such as handbags, jewelry, and clothing does not pose the same social dangers or constitute crimes of corresponding gravity.  At the same time, we recognize that courts need to assist in the seizure of evidence from such counterfeiting when the counterfeiting is linked to and supports criminal activities such as narcotics distribution, human trafficking, or terrorism.  The government has also made it easier for luxury goods trademark holders to enforce their rights in court themselves. We believe that these amendments are completely compatible with our international obligations under TRIPS Article 3, 4, 41, 50, and 61."

2.
UNFAIR COMPETITION CODE CHANGE

The following amendment was added to the Ruritanian Unfair Competition Code:

Section 4-4-61

"Regardless of any other provisions of the unfair competition or copyright codes, when a person has made a substantial investment in the compilation of a catalog through intellectual labor, hard work, or financial investment, that catalog shall be protected from unfair copying by business competitors, provided that the person who compiled the catalog is a Ruritanian domiciliary or would receive protection of their catalog in their country of domicile through any form of business relations, unfair competition, or intellectual property laws."  

Concerning this amendment, the Minister's Report to Parliament notes that "[f]or many decades Scandinavian countries have had a 'catalog rule' protecting compilers of business catalogs, artistic programs, street directories, and even restaurant menus from slavish copying of their efforts by business competitors, regardless of the availability of copyright protection for these 'catalogs.'  We believe this is a good idea.  This amendment does not go as far as the ambitious 1996 Database Directive in the European Union; our law is narrower, simpler, and, frankly, more honest.  This is an unfair competition law and not an copyright or intellectual property law per se.  The new protection is extended only to domestic catalog owners and foreign catalog owners from countries that protect the catalog through some law, whether unfair competition, a copyright law that recognizes sweat-of-the-brow, or some sui generis protection.  We believe that these amendments are completely compatible with our international obligations under TRIPS Article 3, 4, and 10, as well as Article 10bis of the Paris Convention."

Remember, just two of these four topics!
That’s all, folks.

Thanks for an enjoyable class.

Congratulations to anyone graduating – and to our SIPO colleagues on the completion of their semester.

Best wishes to everyone for the holiday season.
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